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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1-10 are rejected under 35 U.S.C. 101 due to a lack of a tangible 

result. 

Under the Interim Guidelines for Examination of Patent Applications for Patent 
Subject Matter Eligibility, an eligible invention either "physically transforms an article or 
physical object to a different state or thing, or ... produces a useful, concrete and 
tangible result." If a claim is not directed to an article or physical object, then a relevant 
test for eligibility is whether the claimed invention as a whole is limited to a useful, 
concrete and tangible result. 

The MPEP 2106 IV C (2) gives the following guidance to judge whether a result 
is useful, tangible and concrete: 

• Useful - must be specific, substantial and credible and specifically recited in the 
claim. If the claim is broad enough to not require a practical application, it must 
be rejected. 

• Tangible - must have a "real-world" result, not abstract. 

• Concrete - must have a result that is substantially repeatable or the process 
must substantially produce the same result again. 

The results of claims 1-10 could include a subset of associations, a subset of 
customers identified by the associations, and a marketing strategy. There are no 
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physical assets, nor necessarily changes in the physical world as a result of the 
method as claimed. The results are abstract and not tangible, thus the invention is 
not directed to eligible subject matter. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 1-30 are rejected under 35 U.S.C. 122, second paragraph. 

Claims 1,11 and 21 are rejected under 35 U.S.C. 122, second paragraph due to 
the language "such that the subset of associations determined ... to generate a profit 
when cross-sold." The associations may be expected or predicted to increase profits, 
but profitability cannot be positively determined before the fact due to unexpected costs 
and sales that may vary from predictions. Profitability may be assessed differently even 
after the fact according to which costs and which revenues are included in the 
calculation, or the time period under consideration. Could a potential infringer defend by 
changing profitability calculations? The answer is unclear, therefore the metes and 
bounds of the patent protection desired are unclear, and therefore the claims are 
rejected. 

Claims 2-10, 12-20 and 22-30 inherit the limitations of the parent claims, and are 
therefore also rejected as above. 



Claim Rejections - 35 USC § 103 
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5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
US Patent No. 6836773, application filed 27 Sept, 2001, hereafter referred to as 
Tamayo. 

As to claims 1,11, and 21 , Tamayo teaches processing data to identify 
associations of products in paragraph 22 of his detailed description. He teaches using 
the results for potential cross selling in paragraph 28. Tamayo teaches using data 
mining for profitability analysis in paragraphs 22 and 28. Tamayo also teaches in 
paragraph 185 weighting recommendations according to business rules, with an 
example using profit to identify a high-value recommendation. His recommendations 
can be based on associations but he allows for other paradigms, as well. 

Tamayo does not teach identifying associations that are expected to generate a 
profit when cross-sold. His example would result in recommendations or associations 
weighted by profitability and likelihood of sale, rather than a cutoff point of zero profit, 
below which items would not be cross-sold. Official notice is taken that deciding not to 
sell unprofitable items is old and well known. It would have been obvious to a person of 
ordinary skill in the art at the time of the invention, after identifying the value of the 
recommendations, to eliminate those where no profit was expected, thus leaving a 
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subset of associations expected to generate a profit when cross-sold, in order to make 
more money on the cross-sales. 

As to claims 2, 12, and 22, Tamayo teaches generating association rules using 
knowledge processing techniques in paragraph 22. 

As to claims 3, 13, and 23, Tamayo teaches association analysis in paragraph 

22. 

As to claims 4, 14, and 24, Tamayo teaches calculating profitability in paragraphs 
22, 28, and 185. 

As to claim 5, 15, and 25, Tamayo teaches profitability analysis in paragraphs 22 
and 28. Tamayo teaches classification and clustering by various attributes in 
paragraphs 15 and 16. Tamayo does not teach profit level categories. Official notice is 
taken that identifying high profit items, mid profit items, low profit items, and 
giveaways/incentive items is old and well known. Rewards for salespeople often vary 
according to the profit category of the item sold. It would have been obvious to a person 
of ordinary skill in the art at the time of the invention, that products and services could 
be associated with profit level categories in order to push items according to profit level 
and put more effort behind high profit items. 

As to claims 6, 16, and 26, this is a combination of using profit level categories 
and eliminating the unprofitable. Using profit level categories would have been obvious 
as above. It would have been obvious to a person of ordinary skill in the art at the time 
of the invention to eliminate the unprofitable categories, leaving a subset of associations 
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which have products or services that are associated with profitable profit level 
categories, in order to make more profit when cross-sold. 

As to claims 7, 17, and 27, Tamayo teaches weighting associations based on 
profitability and likelihood of sale. Tamayo teaches that some associations have little 
value to the enterprise in paragraph 121 and 122. Tamayo does not teach using profit 
level categories that meet acceptable criteria. Using profit level categories would have 
been obvious as above. Official notice is taken that deciding not to sell items in certain 
profit categories is old and well known. For example, items where profit is delayed too 
long after the sale may be discontinued. An association of such a product with a group 
of potential customers would be discarded as low-value. It would have been obvious to 
a person of ordinary skill in the art to eliminate products or services associated with 
profit level categories that did not meet acceptable criteria, thus leaving a subset with 
profit level categories that meet acceptable criteria. 

As to claims 8, 18 and 28, the specification notes in the third paragraph of the 
Description of Related Art that many financial institutions identify customers for 
marketing cross-selling opportunities based on subsets of associations. 

As to claims 9, 19 and 29, Tamayo teaches generating a marketing strategy 
based on the subset of associations. He discusses personalization as a marketing 
strategy in paragraph 32. 

As to claims 10, 20, and 30, Tamayo discussed support, confidence and lift in 
paragraph 123 as features of association analysis. Paragraph 121 gives an example of 
a correspondence between two products. Tamayo does not specifically include a 
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measure of profitability in his association rules. However, given that the same tools are 
used for profitability analysis, and that profit- data is available and of high concern, and 
that the "best" associations will need to be identified, and that the best ones are 
actionable reliable high profit associations, it would be obvious to a person of ordinary 
skill in the art at the time of the invention to include a measure of profitability as one of 
the attributes in the association analysis in order to select the best subset of 
associations. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ann Loftus whose telephone number is 571-272-7342. 
The examiner can normally be reached on M-F 8-4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Trammell can be reached on 571-272-6712. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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12/29/06 





